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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Claims 1 8 to 47 (Group II) in the reply filed 
on August 18, 2004 is acknowledged. The traversal is on the ground(s) that the 
invention identified in the restriction requirement have not been shown to be 
"independent". This is not found persuasive because MPEP 802.01 exemplifies 
"independent" as being unconnected in design, operation or effect. The restriction 
requirement points out that the claimed inventions, as grouped, are independent 
because each has utility separate and independent of the others, i.e., are unconnected 
in operation. Thus the requirements of § 802.01 are present, and restriction is proper 
under the guidelines of MPEP 806.05(d) 

The requirement is still deemed proper and is therefore made FINAL. 
Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 8, 27 and 47 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Perfido et al. (Applicant's citation) in view of Finkbeiner. 

Perfido et al. discloses comminution of cryogenically treated crumb rubber by 
apparatus which may include a grinding mill (step 4) followed by a hammer mill (step 8), 
as required by these claims. 
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Finkbeiner discloses grinding crumb rubber with grinding rolls driven at different 
speeds, and advises that the different circumferential velocities of the rolls desirably 
subjects the rubber particles to strong tensional stresses in the milling. See column 1 , 
line 63 et seq. 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to drive the grinding rolls in step 4 of Perfido et al. at different 
rotational velocities, following the teaching of Finkbeiner, in order to facilitate the 
grinding by the application of tensile stresses to the rubber particles. 
4. Claims 1 9, 20, and 28 to 42 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Perfido et al. in view of Finkbeiner as applied to Claim 18 above, and 
further in view of Muro. 

These claims required the use of two sets of rolls for the comminution. Muro 
discloses rubber comminution with two successively acting roll sets to facilitate gradual 
break-down of the frozen segments. It would have been further obvious to employ two 
sets of rolls in the step 4 milling of Perfido et al., following the suggestion of Muro, in 
order to obtain a more gradual and thorough comminution of the rubber segments. To 
find an optimal speed differential between rates of roll rotation, as recited in Claims 23 
or 31 for example, would be a routine exercise of experimentation to one skilled in the 
art, following the suggestion of Finkbeiner, for any particular material. Selection of 
suitable conventional milling rolls, as recited in Claim 42 for example, and drive 
mechanisms therefor would be an obvious exercise of mechanical design, and not a 
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patentable distinction absent a disclosure of criticality in the solution of stated problems 
with the use of any specific combination of roll surfaces and drive mechanism. 

5. Claims 21 to 26 and 43 to 46 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Perfido et al. in view of Finkbeiner and Muro as applied to Claim 19 
above, and further in view of McMillan et al. 

These claims require cryogenic gas to added to the mills. McMillan et al. 
discloses scrap rubber milling in which cryogenic gas is supplied with the material 
during the milling, and advises that maintaining the cryogenic temperature in such a 
manner facilitates handling the ground particles. It would have been further obvious to 
add cryogenic gas to the milling in steps 4 and 8 of Perfido et al., following the teaching 
of McMillan et al., in order to facilitate handling of the comminuted material. McMillan et 
al. also advises that at least some of the material can be pre-cooled by immersion in 
cryogenic fluid, as required by Claim 43. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lowell A Larson whose telephone number is 703 308- 
1873. The examiner can normally be reached from 8:30 AM - 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alan Ostrager can be reached at 703 308-31 36. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR syster 
Business Center (EBC) at 866-217-9197 (toll-free 
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